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UNITED STATES: MATTRESS.COM Application Loses Its Spring

Contributor: Robert P. Felber Jr., Waller Lansden Dortch & Davis, LLP, Nashville, Tennessee; Verifier: Adam
D. Siegartel, Proskauer Rose LLP, New York, New York. Both are members of the INTA Bulletin Law &
Practice—United States and Canada Subcommittee.

The U.S. Court of Appeals for the Federal Circuit (CAFC) has affirmed the decision of the Trademark Trial and
Appeal Board (TTAB) to refuse registration of the term MATTRESS.COM on the Supplemental Register for
“online retail store services in the field of mattresses, beds, and bedding.” (In re 1800Mattress.com IP, LLC,
No. 2009-1188, 586 F.3d 1359, 92 U.S.P.Q.2d 1682 (Fed. Cir. Nov. 6, 2009).)

The U.S. Patent and Trademark Office (USPTO) denied the application for MATTRESS.COM on the grounds
that the term was generic. The applicant appealed to the TTAB, which affirmed the decision to deny, finding
that MATTRESS.COM would be understood by the relevant public to refer primarily to the genus of covered
services, namely, a commercial retail website featuring mattresses.

The CAFC found that substantial evidence supported the TTAB decision. It set out a two-step factual inquiry in
evaluating genericness: (1) what is the genus of goods or services at issue; and (2) is the term in question
understood by the relevant public primarily to refer to that genus of goods or services? Relying in part on
evidence that third-party online mattress retailers commonly use “mattress.com” in website addresses, the
CAFC concluded that MATTRESS.COM would be understood by the relevant public to refer primarily to
online retail store services featuring mattresses.

The Federal Circuit was not persuaded by the applicant’s argument that the public does not generally use the
term mattress.com to refer to online mattress retailers. It noted that “[t]he test is not only whether the relevant
public would itself use the term to describe the genus, but also whether the relevant public would understand
the term to be generic” (emphasis in original). The CAFC found no evidence to support the applicant’s
argument that “.com” was used as a mnemonic to evoke the quality of “comfort” in the mattresses, noting that
“only in rare instances” would the addition of the top-level domain “.com” to an otherwise unregistrable term
transform the term into a registrable mark.

Although every effort has been made to verify the accuracy of items carried in the INTA Bulletin, readers are urged to check
independently on matters of specific concern or interest.
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