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UNITED STATES: Picture Not Worth a Thousand Words as Applied to a Web-Based Specimen
Contributor: Robert P. Felber Jr., Waller Lansden Dortch & Davis, LLP, Nashville, Tennessee; Verifier:
Catherine Hoffman, Mayback & Hoffman, P.A., Fort Lauderdale, Florida. Both are members of the INTA
Bulletin Law & Practice—US and Canada Subcommittee

The U.S. Court of Appeals for the Federal Circuit (CAFC) reversed a decision of the U.S. Patent and Trademark
Office’s (USPTO’s) Trademark Trial and Appeal Board (TTAB) refusing registration of the trademark ONE
NATION UNDER GOD for “charity bracelets.” The CAFC held that a Web-based specimen of use need not
feature a picture of the goods associated with the mark (/n re Michael Sones, No. 2009-1140, 93 U.S.P.Q.2d
1118 (Fed. Cir. Dec. 23, 2009).

The applicant submitted to the USPTO as a specimen of use a webpage offering goods identified as “charity
bracelets” under the mark ONE NATION UNDER GOD. Rather than feature an image of the goods, the
webpage displayed a “photo not available™” icon. The USPTO rejected the specimen on the ground that it did not
display a picture of the goods in close proximity to the mark.

On appeal, the TTAB affirmed the refusal, citing Lands End, Inc. v. Manbeck, 797 F. Supp. 511 (E.D. Va.
1992), for the proposition that a website display may serve as a specimen only if it (1) features a picture of the
relevant goods, (2) displays the mark sufficiently close to the picture of goods to afford association and (3)
includes all information required to order the goods. The TTAB’s decisions have generally applied this three-
part test to website specimens, including the part that specifies the need for a picture of the relevant goods.

The CAFC reversed, holding that a picture of the associated goods is not a mandatory element of a Web-based
specimen of use. Rather, the relevant inquiry, just as with any other specimen, is whether the specimen shows
the mark in association with the goods and serves as an indicator of their source. Although a picture of the
goods may be an important factor in this inquiry, it is not the sole consideration. Other factors include whether
the Web-based specimen has a “point of sale nature” and “whether the actual features or inherent characteristics
of the goods are recognizable from the textual description.”

The CAFC remanded the case for further proceedings consistent with its opinion.

Although every effort has been made to verify the accuracy of items carried in the INTA Bulletin, readers are urged to check
independently on matters of specific concern or interest.
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