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UNITED STATES: Court Finds ML Confusingly Similar to ML MARK LEES

Contributor: Robert P. Felber Jr., Waller Lansden Dortch & Davis, LLP, Nashville, Tennessee, INTA
Bulletin Law & Practice—United States & Canada Subcommittee; Verifier: Ruby W. Lee, Willcox &
Savage, P.C., Norfolk, Virginia

The U.S. Court of Appeals for the Federal Circuit (CAFC) affirmed the decision of the Trademark Trial
and Appeal Board (TTAB) refusing registration of the trademark ML for certain personal care and skin
care products on the grounds it was likely to be confused with a prior registration for ML MARK LEES
for related products. (In re Mighty Leaf Tea, Appeal No. 2009-1497 (Fed. Cir. Apr. 13, 2010).)

The CAFC rejected the applicant’s argument that the existence of third-party registrations and
pending applications for marks including the letters ML (e.g., MLE, MLUXE, M’LIS, JML and AMLAVI)
for similar products caused ML to be a weak mark such that consumers were conditioned to focus on
minor distinctions in marks including those letters. The court agreed with the TTAB that the inclusion
of this combination of letters in longer words or strings of letters did not of itself establish a “common
element” among those marks because there was no evidence that ML had any recognized meaning
or significance in those contexts. In addition, the applicant failed to present any evidence of the actual
use of these third-party marks.

The CAFC further agreed with the TTAB in rejecting the applicant’s argument that the additional
words MARK LEES in the registrant’'s mark were sufficient to distinguish the marks. The presence of
an additional term in a mark does not necessarily eliminate the likelihood of confusion if some terms
are identical. ML was likely to be perceived as a shortened version of ML MARK LEES when used on
the same, or closely related, skin care products.

Thus, the CAFC affirmed the TTAB’s decision that the marks ML and ML MARK LEES, when used on
nearly identical goods, were likely to be confused.
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